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1 Background

ETSI's IPR Policy as given in the Annex 6 to the ETSI Rules of Procedure have been approved after
more than five years of intensive discussions within the Institute, about ten years ago.

In applying the IPR Policy during the recent decade, some experience has been gained and a few
issues related to its implementation have been raised.

That's why in November 2002, ETSI GA#40 created an ad hoc group on ETSI's IPR Policy operation.
The terms of reference of this ETSI GA ad hoc group are given in Annex 1.
The ad hoc group had six meetings with good participation from the membership.

During the first meeting, the Terms of Reference were analysed in depth and it was clarified that it was
not within the mandate of the ad hoc group to modify the ETSI IPR Policy.

Subsequently, all proposals related to the implementation of the ETSI IPR Policy were identified and
discussed and allocated within a structure of thirteen "issues" and Issue Managers were appointed with
the objective to clearly define the issues and to prepare appropriate answers/recommendations on how
to overcome the issues.

Issue Issue Issue manager
Number
Issue#01 | Timely disclosure of essential IPRs John Phillips

(Nortel Network Europe)

Issue#02 | Late IPR Information Statement and Peter Adams
Licensing Declaration
(BT Group plc)

Issue#03 | Challenges to declaration of essentiality Albin Schaetzle

(Alcatel SEL AG)

Issue#04 | How to handle FRAND Information Tom Sanchez (RIM)

Issue#05 | Geographical scope of Licensing Richard Buttrick
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(PHILIPS Consumer Electronics)

Issue#06 | Normative referencing Kurt Wimmer

(Microsoft Europe)

Issue#07 | Dispute resolution Azucena Hernandez

(TELEFONICA de Espafa S.A.)

Issue#08 | Non-disclosure agreements Alberto Perez Lafuente

(Microelectronica Espanola SA)

Issue#09 | Members' compliance with the undertaking | Michael Breidthardt

(IBM Europe)

Issue#10 | ETSI Secretariat assistance in IPR matters | Hans van der Veer

(Lucent Technologies B.V.)

Issue#11l | Others Stephane Tronchon

(ETSI Secretariat)

Issue#12 | Out of Scope Stephane Tronchon

(ETSI Secretariat)

Issue#13 | Monitoring of volume of declarations to the | Tim Frain
ETSI IPR Database
(NOKIA Corporation)

Since the second meeting all issue managers submitted their contributions which were discussed in
detail. These contributions have been developed and refined by the Issue Managers with the objective
to reach final conclusions on each one. The discussions within the ad hoc group have been very
difficult, complex and thus time consuming and have not resulted in a clear consensus in all cases.

2 The results
2.1 Timely disclosure of essential IPRs

It seems obvious, that if essential IPRs in an ETSI Standard are not disclosed in a timely, manner there
might be severe consequences. But, more surprisingly, there are also difficulties in making timely
disclosures. These issues are summarised below.

A lack of timely disclosure (or the lack of an available undertaking) would delay commencement and
hence delay completion of negotiations on the detail of licenses, which may delay market entry. If this
occurs, the resulting delay in the implementation of a product may place a company in a difficult
situation. This happens even if licenses are ultimately available on ETSI IPR policy terms. In particular,
there is uncertainty over the outcome of negotiations over the details of the licenses which has to be
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resolved before a product can be launched.

NOTE: The term "undertaking" appears in the ETSI IPR Policy to mean "declaration”. In
order to help those non-legal experts in their reading of the Recommendations
contained in this report, the term is identified as "undertaking/declaration” from now
on.

The main task of a Technical Body is the search for the best technical solution and that the existence
of essential IPRs is not a barrier. Non-disclosure of essential IPR in a specific technical solution is not
a problem for the Technical Body unless, ultimately, licenses are not available under FRAND
conditions (see section 4.4). If this happens, then a standard could become blocked by the non-
availability of IPR licenses on terms that meet ETSI's IPR policy. The committee would then be asked
to re-write the standard.

Furthermore, ETSI also needs to deal with timely disclosure in the context of a publicly available
specification or other document offered to ETSI for publication.

The concept “timely” is already documented, in terms of points where disclosures could or should be
made:

* On formal submission of a technical solution,

e On completion of the first stable draft of the Standard,
« On working group approval of a draft Standard,

e On Technical Body approval of a draft Standard.

It was agreed that a formal of definition "timely" would be a change to the policy, so the aim of the
recommendations here is to refine the advice to Members and to promote the achievement of “timely
disclosure” rather than to define the concept.

Recommendation 1 (addressing the definition of timely)

The IPR ad hoc group noted that there should be no further definition of "timely" since this would
constitute a "change to the policy".

However, the IPR ad hoc group recommends that ETSI Members should implement mechanisms to
improve timeliness and deal as far as possible with the uncertainties. Such mechanisms could include
guidance on best practice to ensure timeliness.

Recommendation 2 (addressing the improvement of timeliness of essential IPR disclosures)

The IPR ad hoc group recommends that, in order to set down the basis for early disclosure by ETSI
Members of their alleged-essential IPRs, ETSI Members having IPR portfolios should improve their
internal IPR co-ordination processes to ensure, as far as possible, that their standards body attendees
are aware of any alleged-essential IPR the company may have (related to the on-going work on a
particular ETSI Standard or Technical Specification), that they understand their obligations, and that
they know how to discharge them.

Recommendation 3 (addressing the improvement of timeliness of essential IPR disclosures)
The IPR ad hoc group recommends a review of the ETSI Seminar material on Members’ obligations

under the IPR policy with respect to Recommendation 2. This will help to ensure that new standards
body attendees understand their obligations, and know how to discharge them.
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Recommendation 4 (addressing the improvement of timeliness of essential IPR disclosures)

The IPR ad hoc group recommends that the TB Chairman's Guide on IPR should encourage
Members to use general IPR undertakings/declarations and then provide or refine detailed IPR
disclosures as more information becomes available.

Recommendation 5 (addressing the improvement of timeliness of essential IPR disclosures)

The IPR ad hoc group recommends that ETSI should co-operate with other SDOs on improving the
timeliness of disclosures relating to essential or potentially essential IPRs.

Recommendation 6 (dealing with the uncertainty of timeliness)

The IPR ad hoc group recommends that the TB Chairman's Guide on IPR should include a note that
those Members developing products based on standards where there may be essential IPRs, but there
is uncertainty, have mechanisms they can use to minimize their risk. As a non-exclusive example, a
Member might wish to put in place financial contingency, based on their assessment of “reasonable” (a
separate issue in this discussion) against the possibility that further/additional license fees might
become payable.

2.2 Late IPR Information Statement and Licensing Undertaking/Declaration

Generally, there is only a problem with late IPR declarations if the patent is not available at all for
licensing, or is not available on "Fair, Reasonable and Non-Discriminatory (FRAND)" terms.

Mechanisms for making late declarations to ETSI need to be clarified (Note: At present declarations —
late or otherwise — can be made to the ETSI Secretariat at any time). Time limits (3 / 6 months) also
need to be considered.

ETSI Members dissatisfied with the consequences of other people’s late IPR declarations can and
should have the right to appeal to the GA — e.g. to have the contents of the relevant standard /
specification changed.

There is a need to work closely with other SDOs to look more carefully at the procedures (if any) for
identifying and declaring any relevant essential IPRs when their text is being referenced / copied into
ETSI standards and specifications.
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Recommendation 7 (Identifying where ETSI has a problem arising from "late disclosures" in IPRs)

The IPR ad hoc group recommends that the Chairman's (or Delegate's) Guide on IPR should include
a note that:

"...the main problems for ETSI as a standards body which arise from "late disclosures" include:

- Licenses for the Patents disclosed late and are not available at all, or,

- Licenses for the Patents disclosed late are available, but are not on Fair, Reasonable and
Non-Discriminatory (FRAND) terms, i.e. the company is unwilling to make a ‘FRAND’
undertaking/declaration.

If the above problems cannot be satisfactorily resolved, then ETSI has to change the standard,

which in some extreme cases could even include the need to start again with the development of
that standard....".

NOTE 1: The IPR ad hoc group noted that definitions for “Timeliness” or “Timely” cannot be
agreed in this IPR group because such definitions would constitute a "change to the
policy" and so no recommendation concerning this issue can be made.

NOTE 2: The IPR ad hoc group noted the following description of Intentional Delay:

"Intentional Delay" has arisen when it can be demonstrated that an ETSI Member
has deliberately withheld IPR disclosures significantly beyond what would be
expected from normal considerations of "Timeliness". This description of ‘Intentional
Delay’ should be interpreted in a way that is consistent with the current ETSI IPR
policy. In complying with the requirements of timeliness under section 4.1 of the
IPR Policy, Members are recommended to make IPR disclosures at the earliest
possible time following their becoming aware of IPRs which may be essential.

NOTE 3: The IPR ad hoc group also noted that "Intentional Delay”, where proven, should be
treated as a breach of the IPR policy (Article 14) and can be sanctioned by the
General Assembly.

2.3 Challenges to Undertaking/Declaration of Essentiality

A thorough analysis of Articles 4.1, 6.1 and 7.1 of the ETSI IPR Policy was undertaken by the issue
manager and it was concluded that the IPR policy defines rather clearly the Members’ obligation to
declare essential IPRs and ETSI’s obligation to publish such undertakings/declarations.

There is room for improved implementation. Any discussion on the essentiality of a particular IPR may
be solved between the discussing parties (a potential licensor and a potential licensee). If a proof is
needed a court has to be asked by the parties. The IPR ad hoc group noted that the IPR policy neither
requests nor indicates any obligation to ETSI to prove the essentiality of an IPR or to have an opinion
on that question. Therefore, no Recommendation concerning the issue of essentiality is required.
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Recommendation 8 (Recommendation concerning for potential change for the update procedure of
the ETSI IPR online database)

The IPR ad hoc group recommends that, in addition to the entry of new disclosures and
undertakings/declarations, existing data in the ETSI IPR Database should only be updated based on
information received from IPR holders or as the result of a GA decision, in particular with respect to the
following cases:

e Completion of an existing data entry, e.g. the publication number, identification of standard.

e Updating of legal information, such as change of legal status of an IPR (e.g. grant, dropped,
revoked or expired), change of ownership of the IPR.

e Addition of information concerning studies performed on the essentiality of an IPR: Members are
obliged to disclose IPRs, which might be essential and ETSI is obliged to make these disclosures
available to Members. This disclosure reflects, of course, only an opinion of the Member and some
facts on the IPRs, but the Member is responsible for the content. Any further opinion should be
added only with the agreement of the Member or to implement a GA decision.

* Removal of IPR disclosures at the request of the IPR holder: Members are obliged to declare IPRs
which they believe to be essential. A license undertaking/declaration for these IPRs is also
published. ETSI is obliged to publish this undertaking/declaration. Any such removal shall be
tracked in the IPR database.

* Removal of IPR disclosures in exceptional circumstances: Removals not requested by the IPR
holder shall only be performed following a decision taken by the General Assembly. Any such
removal shall be tracked in the IPR database.

Recommendation 9 (concerning the update of Standard or Technical Specification)

The IPR ad hoc group recommends that Published Standards or Technical Specifications should not
be redrafted because a change on the essentiality of an IPR arises unless the required
undertaking/declaration has not been provided within the three month period foreseen under section
6.1 of the IPR Policy, or has been refused. Any IPR changes should be entered into the ETSI IPR
Database, showing the date of the entry.

Recommendation 10 (dealing with the updating and completion of information statements)

The IPR ad hoc group recommends the following guideline concerning the updating and completion of
information statements in-line with the revised form [in Annex CJ:

"...Members are not obliged to inform ETSI of any updates to their essential IPRs. But, Members
should be encouraged to update and complete their information statements in-line with the revised
form. A minimum of information should be requested, which allows to verify the essentiality or the
potential essentiality of an IPR...".

2.4 How to handle FRAND (Fair, Reasonable And Non-Discriminatory) information
The ETSI IPR Policy does not define FRAND (Fair, Reasonable And Non-Discriminatory).

In general, the concepts of fair, reasonable and non-discriminatory license obligations reflect legal
mechanisms well established in the courts of many countries to settle patent disputes.
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The ad hoc group was unable to define FRAND conditions.
“FAIR AND REASONABLE”

“Fair and reasonable” is a different question from the question of what is discriminatory. If a company
wants to charge a 25% percent royalty of the price of every handset to every company in the industry
for the same royalty price everywhere, it is arguably not being “discriminatory” but the price is so high
as to be “unfair and unreasonable.”

“NON-DISCRIMINATORY”

In contrast, if a company (licensor) is attempting to charge two different companies (potential
licensees) two different rates where one monetary consideration rate (actual payment of Euros) is 2
times as high to one potential licensee versus the other, and the two potential licensees are in the
same patent (possible cross-license consideration to trade) and business position with respect to the
licensor, then there is an argument that this is “discriminatory.”

Given the fact that a court of law seems to be the only authority which can ultimately decide whether, or
not, terms are Fair, Reasonable And Non-Discriminatory, a brainstorming session was held during
meeting #4 to gather input on how to handle this issue. The results were further developed into a
discussion paper during meeting #5. However, the issue is complex with diverging views.

In view of the lack of a definition of FRAND conditions, attempts were made to define them indirectly.
i.e. by means of giving examples of so-called "bad practices".

Among the Members represented within the IPR ad hoc group two different schools of thinking
appeared:

e one group (basically SMEs) favoured the attempt to indirectly define FRAND conditions by
giving several examples of bad practices as an orientation for the ETSI membership.

« the other group (basically holders of big IPR portfolios) saw no sense in such attempts as each
case is different and the decision on FRAND conditions is, finally, a matter for the courts of
law. ETSI should not engage itself in any judgement. Furthermore, the fear of any potential
misuse of these examples of bad practice was expressed.

Therefore, no consensus has been achieved within the ad hoc group and the ETSI General Assembly
#42 decided not to provide such kind of information.

25 Geographical Scope of Licensing
The following key issues were identified:

e During creation of the IPR Policy the territorial scope of licensing was a divisive issue and the
Policy was therefore silent on the issue.

e Currently, the large majority of opinion so far received, strongly favours requiring
undertakings/declarations from patent holders which obligate global licensing of all patents.

e« Currently, a minority of opinion favours allowing patent holders flexibility in making
undertakings/declarations.

e There are strong views from SME’s that global markets are necessary to make ETSI Standards
viable.
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Recommendation 11 (dealing with Geographical scope of Licensing)

The IPR ad hoc group recommends that ETSI should issue a policy statement encouraging ETSI
Members to give licensing undertakings/declarations on a world-wide basis. This would be a non-
binding statement expressing the expectations of ETSI.

Recommendation 12 (dealing with Geographical scope of Licensing)

The IPR ad hoc group recommends that if licensing on a world-wide basis is not possible then ETSI
should require that those making an IPR undertaking/declaration indicate which territories are covered
by the undertaking/declaration.

2.6 Normative Referencing

Normative referencing, if left unsupervised, could result in negative consequences for the ETSI
standardization process. Yet, it is recognised that properly structured normative references can
provide an efficient technique for referencing important and sometimes lengthy documents, and that
ETSI's Drafting Rules provide that certain types of normative references are permissible.

The starting point is the ETSI drafting guide, which requires that “all documents shall be publicly
available in the English language during the approval phases and at the time of publication of the ETSI
deliverable, via the originating body or the ETSI secretariat . . . If public availability cannot be
guaranteed after publication has occurred, the originating body of the document shall be requested to
provide ETSI with the right to make available the text’. The guide also provides that the ETSI
Secretariat “shall establish and maintain a list of the referenced documents and the relevant external
bodies, for document tracking and cross-referencing purposes, and keep the necessary liaison with the
originating body”. The guide further provides that an ETSI deliverable “shall not be submitted to an
approval procedure” until normatively referenced documents are publicly available. As pointed out in
the prior document, many European and international SDOs condition the permissibility of normative
references on the publicly available character of the material referenced. Clearly, then, the question of
when a normatively referenced document is “publicly available” is a crucial one.

Another important consideration is the scope of the licensing conditions that would be applied to any
downstream IPRs that are contained in normatively referenced documents. If the normatively
referenced document is controlled by an SDO without a FRAND IPR policy that is comparable in
substance to the ETSI IPR policy or by a private third party that has not made an explicit and binding
commitment to license the normatively referenced material on terms comparable to those required by
the ETSI IPR policy, there may be no assurance that any IPRs contained in the normatively referenced
document would actually be available to ETSI implementers on terms at least as favourable as those in
ETSI's IPR policy. The ETSI drafting guide states that it is preferable to reference documents held by
the European Commission and recognised standards bodies, presumably because they are less likely
to contain IPR that would not be available for licensing to implementers on at least FRAND terms.
Accordingly, another key determinant of whether a normative reference would be permissible could be
the nature of the IPR policy that governs the entity controlling access to the referenced material. If that
body is an SDO with a policy of requiring licensing on terms at least as favourable as ETSI's IPR
policy, there may be few concerns about referencing a document controlled by the SDO. On the other
hand, if the document is controlled by a private party that can block full access to the IPRs contained in
the document or condition access to the documents on private contractual agreements with
implementers, normative referencing may be seen as impermissible.

In addition, test suites present a particularly important issue because of their importance to
implementation and success of an ETSI deliverable. If compliance with a specification that includes
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normatively referenced material is determined by the use of a test suite, participation in the process for
development of that test suite must be available to all Members under ETSI's policies. The use of a
referenced document in a specification should not make the process of test suite development less
accessible to participants than would otherwise be the case under ETSI's general development
procedures.

It also is important to ensure the continuing validity of an ETSI deliverable by focusing on the stability
and maintenance of documents that are normatively referenced. This means that only documents that
are stable versions of the process from which they originate (that is, not drafts) should be referenced,
and that the process for making revisions to those documents once they have been referenced should
be clear and explicit. Expectations concerning any downstream impact that revisions to referenced
documents may have on ETSI deliverables and test suites also should be made clear at the outset.

Recommendation 13 (Normative Referencing)

The IPR ad hoc group recommends the adoption of a policy on Normative Referencing within ETSI
deliverables to ensure the correct handling of downstream/third-party IPR issues.

The proposed policy statement can be found in Annex B of this document.

2.7 Dispute resolution

A long discussion on Dispute Resolution took place including the proposal to create a “Consultative
IPR Committee” within ETSI to investigate, review and advise on the handling of disputes between IPR
holders.

It was concluded that:

« ltis difficult to identify the composition and scope of such a Consultative Committee.

e It is unclear whether the IPR holders will ever make use of any kind of Consultative IPR
Committee within ETSI.

e The potential disputes between Members related to IPR issues can only be solved in a court of
law.

Recommendation 14 (Dispute Resolution)

The IPR ad hoc group recommends that ETSI Members should attempt to resolve any dispute related
to the application of the IPR policy bilaterally in a friendly manner.

Should this fail the Members concerned are invited to inform the ETSI GA in case a friendly mediation
can be offered by other ETSI Members and/or the ETSI Secretariat.

However it was noted that once an IPR (patent) has been granted, in the absence of an agreement
between the parties involved, the national courts of law have the sole authority to resolve IPR disputes.

2.8 Non-Disclosure Agreements (NDASs)

A number of group members were particularly concerned over the potential misuse of Non-Disclosure
Agreements (NDAS), even to the extent of wanting to forbid the use of such agreements with respect to
IPR licensing. This was rejected by other members and it was eventually agreed that NDAs can be
beneficial and protect both Licensee and Licensor when used properly.
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Recommendation 15 (Non-Disclosure Agreements)

The IPR ad hoc group did not produce a recommendation on this issue, however, it was noted that the
sentence in section 3.1.3 of the TB Chairman’s Guide on IPR “...The holder of an Essential patent
should never be asked to disclose the commercial terms under which licenses for the Essential IPR
may be made available...” is only applicable within the context of the work of the Technical Body.

Recommendation 16 (Non-Disclosure Agreements)

The IPR ad hoc group did not produce a recommendation on the potential misuse of NDAs. However,
it agreed the following NOTE concerning the usage of NDAs in IPR negotiations:

The ETSI IPR Group recognises that NDAs may be used to protect the commercial interests of
both potential licensor and potential licensee during an Essential IPR licensing negotiation, and
this general practice is not challenged. Nevertheless, ETSI expects its Members (as well as non-
ETSI Members) to engage in an impartial and honest Essential IPR licensing negotiation
process for FRAND terms and conditions.

2.9 Non-response to request for undertaking/declaration
Two cases were identified which non-compliance with the ETSI IPR Policy can be observed.
Non-response by an ETSI Member

According to Clause 6.1. an ETSI Member is obliged to respond within 3 months to a request from the
ETSI Director-General for an undertaking/declaration to grant licenses. The response, however, can be
the requested Licensing undertaking/declaration (Clause 6.1.) or a statement to refuse to give licenses
(Clause 8.1). A non-response within this time-frame could be considered a violation of the ETSI IPR
policy. According to clause 14 of the IPR rules any violation of the IPR policy is a breach of the
Membership obligations which should be brought to the attention of the GA. The GA can then decide
further steps. If the GA considers this as a ‘substantial breach’ of the Membership obligations, the
maximum penalty could be the expulsion of the Member according to Art. 8. of the ETSI Statutes.

Art. 8.1 of the current ETSI IPR rules deals with the case that a Member is refusing to grant licenses.
In this case the work on the standard needs to stop. There is, however, no explicit mentioning of the
case that the Member does not reply to the request for an undertaking/declaration and what needs to
be done in such a situation (Note: Also the case that the standard has already been published is not
contained in the current rules).

Art. 8.2 of the ETSI IPR rules has been defined for the ‘non-availability of licenses from third parties’.
Although there is a difference in the headings of the articles dealing with Members (Art 8.1 ‘Member’s
Refusal to License’) and Non-Members (Art 8.2. ‘Non-availability of licences from third parties’). IPR #4
confirmed that this difference was not intended by the authors of the current ETSI IPR policy.
Therefore, the steps defined in Art. 8.2 could also be used for the case, where an ETSI Member does
not respond to the request for an undertaking/declaration. Following this principle, the risk is that work
is unnecessarily stopped or a standard needs to be withdrawn potentially just because of a (unknown)
delay in the response. However, there will be no late surprise for a refusal to grant licenses. Two sub-
cases need to be distinguished:

a) The Standard has already been published: the ETSI IPR policy does not contain rules for this, but
the procedures laid out in Clause 8.1 and/or 8.2 could be followed in order to solve the problem. If
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no viable alternative technical solution is available the standard should be withdrawn following the
normal processes defined for specific document types in the ETSI Technical Working Procedures.

b) The Standard has not yet been published: Clause 8.1 contains rules that could be followed,
although such a non-response is not the same as a refusal to grant licenses for which they were
originally defined. The implementation guidelines should be enhanced to cover also this case by
using the Art 8.1. process.

Recommendation 17 (Non-response by an ETSI Member)

The IPR ad hoc group recommends that the following text should be included in the TB Chairman's
Guide on IPR to cover the case where there has been no response from an ETSI Member to a request
for undertaking/declaration within the three months specified in clause 6.1 of the IPR Policy:

« where a standard has not yet been published and an undertaking/declaration has not been
received or is not sufficiently defined, the steps listed in Article 8.1 of the IPR Policy should be
applied, e.g. the TB should not pursue development of the standard based on the non-available
technology and should look for alternative solutions.

e« where a standard has already been published and an undertaking/declaration has not been
received or is not sufficiently defined, the steps listed in Article 8.2 of the IPR Policy should be
applied, e.g. contact the Member concerned, bring to the attention of the GA, etc. If these steps do
not solve the issue of non-availability of licenses, the process of withdrawal of the standard should
be initiated.

Non-Response by a non-Member:

The difference to the previous chapter is that non-ETSI-Members have neither an obligation to respond
to a request for an undertaking/declaration nor to grant licenses on FRAND conditions. One could,
therefore, assume that non-availability of licenses (on FRAND condition) happens already when a
non-ETSI Member does not respond to such a request for an undertaking/declaration. Although Clause
8.2.ii)) through v.) of the IPR rules sufficiently describe the steps for such a case, it is proposed -
depending on the status of the document concerned - to add some implementation guidelines to
distinguish between the case, where the standard has already been published or is still under
development in the Technical Committee.

Recommendation 18 (Non-response by a non-Member)

The IPR ad hoc group recommends that the following text should be included in the TB Chairman's
Guide on IPR to cover the case where there has been no response from a Non-Member to a request
for undertaking/declaration within the three months specified in clause 6.1 of the IPR Policy:

e« where a standard has not yet been published and an undertaking/declaration has not been
received or is not sufficiently defined, the TB should not pursue development of the standard until a
solution for the non-availability of the licenses has been found, as per in Article 8.1 of the IPR
Policy.

e« where a standard has already been published and an undertaking/declaration has not been
received or is not sufficiently defined, the steps listed in Article 8.2 of the IPR Policy should be
applied, e.g. contact the Member concerned, bring to the attention of the GA, etc. If these steps do
not solve the issue of non-availability of licenses, the process of withdrawal of the standard should
be initiated.




3GPP/PCG#12 Meeting 3GPP/PCG#12(04)19
St Paul de Vence, France page 12 of 22
14 April 2004

2.10 ETSI Secretariat Assistance in IPR Matters

No Recommendation for improvement was considered necessary concerning the level of service and
support by the ETSI Secretariat to the management of the Technical Bodies and the Secretariat
assistance in IPR matters to the ETSI Members. However, it was noted that the ETSI Director-General
should be encouraged to bring any [substantial] IPR problem to the ETSI Board and/or General
Assembly for further discussion.

Recommendation 19 (ETSI Secretariat assistance in IPR matters)

The IPR ad hoc group recommends that the ETSI Director-General should bring any [substantial] IPR
problem to the ETSI Board and/or General Assembly for further discussion.

2.11 Other issues
The following related issues were discussed by the group:

2111 Co-operation Agreements

Recommendation 20 (Co-operation Agreements - clause 5, IPR)

The IPR ad hoc group recommends that the following wording should replace the existing text of
clause 5 (IPR) of the template text of co-operation agreements between ETSI and External
Organisations.

Upon the entry into force of this Agreement, each Party shall provide the other Party with a
written copy of its policy and procedures with respect to claimed intellectual property rights (“IPR
Policy”), including but not limited to patents, in the development, approval and use of ETSI and
XXX deliverables, respectively, and shall promptly notify the other Party of any changes to such
policy. In any case in which a technical specification of one party is adopted by another party,
the development and use of such technical specification will be made subject to the IPR policy of
the adopting party.

Recommendation 21 (Co-operation Agreements - clause 4, Normative Referencing)

The IPR ad hoc group recommends that the following wording should replace the existing text of
clause 4 (Normative Referencing) of the template text of co-operation agreements between ETSI and
External Organisations.

ETSI and the XXX may agree in particular cases to incorporate text and graphics from the other
party in a published document. The source of such material shall be acknowledged, and, for
purposes of this agreement and all other purposes, its copyright, trade secret, patent and other
intellectual and industrial property rights shall rest with the originating party. For the purpose of
such incorporation, the originating party grants the relevant Technical Body/Group a royalty free
copyright license to use such material. All referenced material must be publicly available. Any
information or other material incorporated by one party shall include all notices and other
legends requested by the originating party, including, without limitation, notices and legends
related to the inclusion of patented information with the exchanged information..
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2.11.2 Frequently Asked Questions (FAQs)

Recommendation 22 (FAQS)

The IPR ad hoc group recommends the use of a set of FAQs (Frequently Asked Questions) to deal
with the issues which have been discussed in the group.

2.11.3 Wider target audience for the TB Chairman's Guide on IPRs

Recommendation 23 (Wider target audience for the guide)

The IPR ad hoc group recommends that the targeted audience of the ETSI TB Chairman's Guide on
IPRs should be widened to the whole membership of ETSI.

2.12 Out of Scope issues

The GA is invited to note the following issues which were discussed, but upon which no consensus
was reached. Furthermore, they were ruled out-of-scope:

e The requirement that ETSI Members should grant licenses on a royalty free basis when it is
proven that the IPR information statement and licensing undertaking/declaration were
intentionally delayed.

* The proposal to recognise the value of technical contributions from ETSI Members that have
freely given their expertise and technology to develop the Standards or Technical
Specifications when negotiating related IPR licenses.

Any Member interested in one of these issues is free to submit appropriate contributions to the General
Assembly.

2.13 Monitoring of volume of Undertaking/Declarations to the ETSI IPR Database

It is recommended that ETSI clarifies what minimum information is required as part of the disclosure of
essential IPRs and seeks to adopt a more uniform and consistent approach to what information needs
to be provided, in order to improve the value not only of individual disclosures, but also of the overall
information content of the ETSI online IPR database.

2.13.1 Patent families

The IPR Information Statement form should be revised to make it clear that patent family information is
optional, but that if the declarer wishes to disclose more than one patent from the same family all
patent family members should be grouped together on a single data entry line, rather than listed
separately as individual entries. The form should also state expressly that the completeness, accuracy
and essentiality of any patent family information that is provided voluntarily cannot be guaranteed.

Recommendation 24 (Patent families)

The IPR ad hoc group recommends the revision of the IPR Information Statement to allow
identification of patent families.

Proposed implementation:

It is proposed to update Appendix A of TB Chairman’s Guide on IPRs and also the IPR forms available
from the ETSI web pages on IPRs at [vwww.etsi.org/ipr/|in line with Annex 3 of this report.
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2.13.2 Mapping of Projects

The standard IPR Information Statement currently has a column for “Project”. First of all it needs to be
clear that this column is for identifying the standard or technical specification. It is important to
encourage all IPR owners to use the right standard name and in a consistent manner. To illustrate the
problem, WCDMA patents have been declared with many standards and technical specifications
names including UMTS, GPRS, AMR etc. The form should also be revised to identify not only the
particular standard or technical specification, but also the applicable part of the standard or technical
specification (i.e. section number). The field for Patent Title can be deleted as this does not add any
real value. Drop-down menus in the electronic version of the form would be helpful for selecting the
right standard or technical specification and section, and for ensuring that the information about the
applicable standard or technical specification is provided in a uniform manner, so that everyone
identifies a standard in the same way. The discloser would be expected to provide the best
information about the standard or technical specification at the time of making the disclosure. There
would be no obligation on the discloser to update this information later.

Recommendation 25 (Projects)

The IPR ad hoc group recommends the revision of the IPR Information Statement to allow better
mapping of the undertaking/declaration with a particular ETSI Standard or Technical Specification and
part of it.

Proposed implementation:

It is proposed to update Appendix A of TB Chairman’s Guide on IPRs and also the IPR forms available
from the ETSI web pages on IPRs at [vww.etsi.org/ipr/|in line with Annex 2 of this report.

2.13.3 Absence of information

Recommendation 26 (Absence of information)

The IPR ad hoc group recommends the follow-up procedure given below in the case of an absence of
information:

If the IPR owner fails to volunteer the information about the applicable standard or technical
specification at the outset, ETSI Secretariat could - as a matter of standard practice - write to the
declarer or IPR owner (if different) with an invitation to provide this information, which can then be
included in the database. If the IPR owner declines or fails to provide this information within a set time
(say 6 months), ETSI could add a note to the undertaking/declaration explaining the action ETSI has
taken and indicating the outcome.

Proposed implementation:

It is proposed that the Secretariat should include this recommendation into their internal IPR database
procedures (QMS documentation).
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2.13.4 Updating of existing disclosures

Recommendation 27 (Updating of existing disclosures)

The IPR ad hoc group recommends the follow-up procedure given below to create an incentive for
Members to update their existing disclosures:

In order to improve the information value of the current entries in the ETSI online database it is
proposed that the ETSI Secretariat write (a standard letter) to everyone who has disclosed patents
inviting them to update their existing disclosures to identify the standard or technical specification in
accordance with the new practice.

Proposed implementation:

It is proposed that the Secretariat should include this recommendation into their internal IPR database
procedures (QMS documentation).

2.13.5 Best practice guide

The ETSI website should be updated to include specific guidelines on what information is needed to
complete the updated version of Annex 2 of the IPR Information Statement, and including a sample
data entry line for illustrative purposes. It should also be indicated that if the discloser fails to provide
information not indicated as optional, ETSI Secretariat will write to the discloser asking for the missing
information, and that if the discloser fails to provide that information a note will be added to the
database to that effect. The information requirement and follow-up procedure should also be explained
in a "Best practice guide".

Recommendation 28 (Best practice guidelines)

The IPR ad hoc group recommends the establishment of best practice guidelines to assist Members
in filling the Annex 2 of the IPR information statement and licensing undertaking/declaration forms.

Proposed implementation:

It is proposed that the ETSI Secretariat should draft the best practice guidelines for approval by the
Board. The Board will be responsible for its maintenance. These guidelines will be made available in
the ETSI Portal.
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2.13.6 Caveat

Recommendation 29 (Caveat)

The IPR ad hoc group noted that the ETSI online IPR database already includes, as a preamble to any
search, a caveat about the information contained in the database. Specifically it warns that ETSI
cannot confirm or deny that patents/applications are in fact, essential.

It is recommended that an additional caveat is included in that preamble (as a new third paragraph),
as follows:

“Potential Licensees should use the information in this database at their discretion and should
contact the patent holder, for example to establish the status of a disclosed patent family, prior to
making a patent licensing decision".

Proposed implementation:
To be implemented in the database application by the Secretariat.

2.13.7 Terminology

Recommendation 30 (Terminology)

The IPR ad hoc group recommends the modification of the terminology for the ETSI IPR information
statement and licensing undertaking/declaration forms to be aligned with the terminology of the ETSI
IPR Policy.

Proposed implementation:

It is proposed to update Appendix A of TB Chairman’s Guide on IPRs and also the IPR forms available
from the ETSI web pages on IPRs at jvww.etsi.org/ipr/}

3 Decision taken by GA#42 (Nov. 2003)

The General Assembly approved all 30 recommendations and charged the
e ETSI Secretariat to implement them, and

e ETSI Board to oversee they implement them.

4 Future Work
Following the approval of the Recommendations by the General Assembly:

» the ETSI Secretariat will propose and elaborate appropriate measures for the implementation
of the Recommendations,

» the proposals for implementation will be discussed on the ad hoc group email exploder,

e the ETSI Board will oversee and ensure the appropriate implementation of the
Recommendations,

e and finally, the ETSI Secretariat will inform other SDOs, via GSC, about the outcome of the
IPR ad hoc group.

It is hoped that the implementation of the recommendations can be finalized by the end of May 2004.
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Note: Please be aware that the proposed implementations (of the ETSI Secretariat) of

Recommendations 1 to 23 have not been included in this document. They can be
found in ETSI/GA#42(03)20rev.1 for information.
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Annex 1 Terms of Reference of the GA ad-
hoc on ETSI’s IPR Policy operation
[ETSI/GA40(02)13]
1 Genera

There is a need, to review the ETSI IPR policy with a view to addressing and rectifying any
uncertainties on the operation of this policy and on any legal rules and obligations on the membership
in order to avoid an incorrect implementation of the ETSI IPR policy and in order to avoid anti-
competitive actions.

This review shall consider the situation of all ETSI member categories and their respective IPR
portfolio as well as amended definitions and interpretations of dedicated terms used in the ETSI
Intellectual Property Rights Policy (Annex 6 of the ETSI Directives). Operational aspects in addition to
the existing ETSI IPR operation might be considered by the ad-hoc activity if necessary.

2 Scope

The ETSI GA ad hoc group’s primary role is "to review the ETSI IPR policy to ensure the IPR policy is
applied in ETSI in a fair, reasonable, and non-discriminatory manner and in a way that is not anti-
competitive".

For that purpose, the ad-hoc group shall consider the existing ETSI IPR policy and its underlying
principles (Annex 6 of the ETSI Directives) as the stable basis to work from.

Definitions, interpretations and improvements of the above are to be made in order:

e to achieve a consensus view on the operation of the IPR policy;

« to achieve a consensus view on a non-discriminatory and not anti-competitive implementation
of the IPR policy;

« to achieve a consensus view on any required additional operational provisions to ETSI's IPR

policy.
3 Duties
3.1 Understanding the scope and limits of the present ETSI IPR Policy.

« Understand the spirit and core principles of the ETSI IPR Policy.
« Clarify issues arising out of the interpretation of the ETSI IPR Policy.
« ldentify certain Members Practices during the ETSI Standard Making Process and set up a
graduated checklist of compliance with the ETSI IPR Policy.
3.2 Review the present ETSI Chairman’s guide on IPRs.

« ldentify Members questions under the present Chairman’s guide on IPRs.
e Clarify issues arising out of the interpretation of the ETSI Chairman’s guide on IPRs.

3.3 List and review the current actions taken by the ETSI Secretariat

e relating to the implementation of the ETSI IPR Policy.
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3.4 Take note of the present ETSI Online IPR Database

« Make proposal for improvements should the needs arise.
35 Take note of the present ETSI Chairman’s guide on European Competition Law

« Understand the articulation between the ETSI Standard Making Process and the potential anti-
competitive risks associated with it.

4 Membership of the ad-hoc group/Chairmanship
The Membership of the GA ad hoc group is to be taken from;

e Any ETSI Member, in particular Members' Legal/IPR Dep. Representatives,

« ETSI Board members,

e The ETSI Secretariat,

e The ETSI Councillors,

< Experts qualifying for legal and IPR related contributions invited by the Chairman.

It is suggested, that the ad-hoc group shall be chaired by the Director-General or by a GA Head of
Delegation with assistance provided by the ETSI Legal Adviser.

5 Meetings/Reporting

The group shall meet as many times as it considers appropriate and shall make use of all electronic
meeting facilities to the extent possible.

The group shall provide an interim report to the March 2003 GA (GA#41) and a final report to the
November 2003 GA (GA#42). In addition, the group shall provide the ETSI Board with regular
progress reports.
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Annex 2 (normative) Normative References policy statement

[IPR0O6(03)04]

Guidance for Including References to Documents of Other Organisations
in ETSI Deliverables

1 Scope

This document specifies rules for including references to documents of non-ETSI organisations in
ETSI deliverables. These rules are intended to ensure that implementers and evaluators of
deliverables standardized by ETSI, and other interested parties, have access to all materials needed to
implement those deliverables. These rules are meant to apply not only to documents that are created
within internal ETSI procedures but also to any deliverables that are developed elsewhere but are sent
to ETSI to be standardized.

Two categories of references are possible. “Normative references” are references to documents to
which conformance is necessary to claim compliance to the ETSI deliverable containing the reference.
“Informative references” are references to documents that may be useful in implementing an ETSI
deliverable or add to the reader’s understanding but which are not required for conformance to the
ETSI deliverable. These rules are pointed toward normative references because they are functionally
a part of the ETSI deliverable itself. It is best practice to follow these principles for informative
references as well, but more flexibility is permitted for informative references because these
documents are not strictly necessary for the implementation of an ETSI deliverable.

2 Documents that may be referenced

In considering whether a normative reference to a document should be included in an ETSI
deliverable, preference should be given to standards and specifications issued by recognised
standards development organizations and to the directives of the European Commission. Normative
referencing of documents under the possession of other organisations is allowed where the use of
such normative references has been justified by the technical body in charge of development of the
ETSI deliverable containing the reference. Where an objection to the use of a normative reference has
been raised within Technical Body discussion, this shall be noted in the minutes or some other record
that will be available to ETSI Members. A normative reference to such a document is permissible only
if the referenced document is Publicly Available, as defined in Section 3 below, during the approval
phases and at the time of publication of the ETSI deliverable. If Public Availability cannot be ensured
after publication of the ETSI deliverable has occurred, the originating body of the document shall be
requested to provide ETSI with the right to make available the text. If normative references in an ETSI
deliverable are not Publicly Available during the drafting stage, the deliverable shall not be submitted to
an approval procedure until the reference is publicly available or the text shall be made available to be
held by ETSI.

3 Public availability

All normatively referenced documents shall be Publicly Available to implementers, evaluators and other
interested parties for as long as the ETSI deliverable that references them is an active document. A
document is Publicly Available when it may be obtained from the source organization by any person
(with or without payment) simply by quoting the reference number given in the ETSI deliverable to the
source organization or typical supplier. Public Availability requires that a referenced document is
available in the English language from a publicly accessible source, preferably via the Internet or other
means of electronic access, without contractual limitations relating to its evaluation (other than
limitations reasonably intended to restrict duplication and redistribution) and without substantive
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contractual limits on implementation of the referenced material or the ETSI deliverable as a condition
of obtaining access to the referenced material. This section, however, does not imply any obligation on
the technical body, or the ETSI Secretariat, to investigate the public availability of each normative
reference used in an ETSI deliverable at the time that reference is made. Public Availability also
requires that implementers, evaluators and other interested parties may not be required to prove
qualifications to gain access to the referenced material. In particular, entities entitled to evaluate and
implement ETSI deliverables shall not be required to be members of any other organization to gain
access to a normatively referenced document.

4 Intellectual property rights

ETSI promotes a policy that any essential intellectual property rights (IPRs) contained in normatively
referenced documents be available for use in ETSI deliverables on licensing and disclosure terms that
do not materially differ from the terms defined in the ETSI IPR Policy. This normative reference policy,
however, does not imply any obligation on the Technical Body, ETSI members or Technical Body
members to investigate or ensure the availability of any essential normatively referenced IPRs, under
any specific licensing and disclosure terms, at the time a Normative Reference is provided, explicitly or
implicitly, within an ETSI deliverable.

5 Stability and maintenance

Normative references may be “specific’ or “non-specific”. A “specific’ reference is a reference to the
particular revision or version of the normatively referenced document. Specific references are
favoured because they lead to permanence and stability in ETSI deliverables. Normative references
generally should be limited to documents that are finally approved by the organizations responsible for
issuing them.

A “non-specific” reference is a reference to a deliverable of another organization that will apply to all
future revisions and versions of the originally referenced document. Non-specific references require
additional procedures to ensure that any revisions made necessary to the ETSI deliverable by virtue of
revisions made to the normatively referenced materials are considered by the appropriate technical
body in charge of the ETSI deliverable.

If a normative reference is non-specific, the technical body in charge of the ETSI deliverable should
establish a process for gaining access to all future revisions and versions of the normatively referenced
material. In addition, the technical body should establish a work plan for ensuring that any such new
revisions and versions of the normatively referenced material do not require a substantive amendment
to the ETSI deliverable referencing that document or, alternatively, for ensuring that any such needed
amendments are made and approved appropriately. Any future versions incorporated by reference
should meet with the requirements for Public Availability and Intellectual Property as set forth above.

6 Test suites

If conformance with a specification that includes normative references requires the use of a test suite,
the test suite for the normatively referenced part should also be made Publicly Available. Any such test
suite should be usable by potential implementers on terms at least as favourable as those contained in
the ETSI IPR Policy.
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(normative) ETSI IPR Information Statement

Current version:

3GPP/PCG#12(04)19

07 April 2004
page 22 of 22

Project Countrv of ETSI Standard Countries
(e.g. GSM, Company Patent title re istra>t/ion No. (e.g. TS XXX Application No. Patent No. aoplicable
DECT...) 9 XXX VV0.0.0) PP
Proposed New version — and sample data entry line:
ETSI Standard, Technical Specification or QPTIOR AL INF.OR.MAT.ION:
Other patents/applications in same
Patent o Patent Subject/ family*:
Workil . application Title Country
Project or orOR em Proprietor No.
Standard Standard Section Version Patent/application No. country
name
No.
12740/00 Australia
Scheduling of slotted- 99813100.8 China P.R.
UMTS TS 125215 | 6.1.1.2 v.3.5.0 Nokia 1131972 mode related EPO 108270 Finland
measurements 11-318161 Japan
6532226 USA

*Patent family information is provided voluntarily. The completeness and accuracy of any patent family information that is provided cannot be guaranteed
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